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REPLY BRIEF 

Sir: 

Claim 16 calls for, among other things, "modifying the index file at the point at which the 

annotation request was received to reference the stored annotation information." Inexplicably, the 

cited reference to King is relied upon by the Examiner (see Answer at page 16) as teaching this 

very thing, citing King at column 2, lines 20-30. However, the cited material of King explicitly 

teaches away. He states as follows: 

Next, an annotation data structure is created in response to 
the user input using an annotation routine without modifying the 
selected data structure ." 

[Emphasis Added]. 

Thus, King is explicit that you do not modify the data structure. The data structure is the 
index data structure that he refers to in previous lines. Thus, his whole point is to avoid modifying 
the index data structure with the annotation. As a result, he explicitly teaches away from the 
claimed invention. 
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Not only does Nelson not overcome this teaching away, he teaches nothing that is 
particularly pertinent to the claimed invention. Nothing is cited in the Examiner's Answer to 
explain any basis to deduce that Nelson teaches modifying an index file contrary to the explicit 
teaching away of King. 

Therefore, a prima facie rejection is not made out. In fact, nowhere is Nelson relied upon 
for this element. See Examiner's Answer at pages 6 and 11. 

Thus, the Examiner combines a reference which is silent on the point with a reference that 
teaches away and somehow suggests that the claimed invention would be obvious. Such a position 
is untenable and a basis to reverse the rejection. 
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